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TO: Group 1626 
US Patent/Trademark Office 
Examiner R. Anderson 
FAX 703-746-7444 



FROM: Allergan, Inc. 
Telephone-714"246^4920 
FAX NO.: 714-246-4249 

Carlos A* Fisher 

DATE: August 28, 2003 



cc; 



Pages being sent including this cover page: 



RE; Application Serial # 09/815,362 
Filed: O3/2I/2O01 

Oar Reference; 17243CIP3(EAR) 



CONFIDE^^^L^L / ATTORNEY CLIENT PMVILEGED COMMIT 

Tlwi ioTontLitlDn coutaSaed In tWs transmission is privileged ana confiaential. It is intended only for the use of tlie individual or entity named below. If the 
reader at this inciiiiSii;*^ »^ "Ot the batetided recipient or the employee or agent responsible for delivering the message to the intended recipient, ytm qre 
hereby notified that any dissendnation» dii?tr|initLoa, or copying of this cammunication in ytrictiy prohiK>it«(f' If you have received thijs communication in 
errdrj plenfie notify Allergan immediately by telephone and return the original message to us at the above-indicated address via regular U^. nmU, Thank 

you. 



This fax has been sent lo one number nnly - pjtjase copy ALL OTHBR addressees in your location/country. 



X ORIGINAL WILL NOT FOLLOW 



ORIGINAL WILL FOLLOW VIA; 
Regular Mail 

, Overnight Delivery 

HandDcUveiy 

Other 



Per our telephone conversation, enclosed ai'e the amendments as filed on 6/12/2003 and 8/7/2003, 
Thank you. 



Carlos A, Fisher 
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Rfic'd in uaPTO/PCT Office. Date Stamp and Return Card. Oi^A'^^^- 

Date: dj/^^ Serial No.; <P9m^-,3^^ i^y g 

Title* ^ 

Enclosed Are: 



_ Specification # „ 

and Abstract # 

„ Drawings ( sheets) 



Claims # 



Fonmal 



Informal 



_ Info. Disc. Statement 

_ Priority Documents # 

_ PTO 1449 W/Reforence? 

_ PCX Request (ft pgs ) 

_ PCT Demand (# pgs J 

„ PCT Response (# pgs ) 

_ PCT Amendment (# pgs. 



_ Declaration, Power of Attorney 
„ Assignment & Cover Siieet 

_ Amendment (Final) (# pgs. 

i^tSertificate of Mailing 
_ Issue Fee Transmittal 
_ Transmittal Letter 
„ Extension of T]me 
_ ExDffiSS Mail No. — 



bxpffisi 



Dae: llThCO^ I . 

Dkt. No.: L^^^^^f^i:^ Jr .^y^ fj^^ ^ 

Enclosed Are: f f ^^^-^ J ^ Declaration. Power of Attorney 
, Specification # Claims # Assignment & Cover Sheet 

and Abstract S ^^Tp>C Amendment (Fi^J^I^W-^ 

jDrawingsC .sheets) / ^^rtificate of M^g 

Fom\al iniorm^ 

info. Disc. Staiemeni 
_ priority Oocumenis =f 

pro W/Referenc 
_ pCT Request (# pQS. _ 
_ PCT Demand (# pQb. ^ 9 7333 

pCT Respor\se (# PQS. ) 

3 PCT Amendment (|,lg^c*-jfic3i 





_:^GSU6 Fee Transmittal O, 
transmittal Letter ^ 
-Extension oLT^0,f 
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DOCKET NO. 17243CIP3(AP) 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In Re Application of 
Chow et al 



Serial No: 09/815,362 
Conf, No. 4078 
Filed: March 21, 2001 

For: COMPOUNDS AND METHODS OF 
TREATMENT HAVING AGONIST-LIKE 
ACTIVrrY SELECTIVE AT ALPHA 2B 
OR 2B/2C ADRENIERGIC RECEPTORS 



Group Art Unit: 1626 
Examiner; Anderson, R. 



REPLY TO OFFICE COMMUNICATION 

Cotoroissioner for Patents 
Alexandiia, VA 22313-1450 

Dear Sir; 

This commrniication is being filed in reply to the Office Commimication date 
mailed 02/12/2003. 

Please note that the change in inventorship should read Dario G. Gomez. I am 
enclosing copies of ihe supporting documents. 

Kindly use Deposit Account 01-0885 for payment of any fee that may be due in 
connection ;with thii3 commxjnication. 



Date: 



ReSpejitftilly Submitted, ^ 



Lbmitted, r\ 



Carlos X Fisher 
Reg, No. 36,510 
ALLERGAN, INC. 
T2-7H 

2525 Dupont Drive 
Lrvine, OA 92612 

Tel: 714-246"4920/Fax: 714-246-4249 



' ™ CERTIf ICATE OF MAIUNO ' 

I HEREBY CERTIFY THAT THIS CORRESP0nC>SMC£ IS BBJNG DEPOSITED WJTH THE UNTTBD STATES POSTAt SERVICE AS EXPRESS MAIL r<>S^ 
OFFICE TO ADDRESSee IN AN ENVELOPE MAI^KBWHftST CXaSS TO; WAIL STO? |IBPLY.NQN.5BRXOMMISSj01^ FOEJkATENTS, P.O. ©OX H50, 



^O. BOX I4St>, ALEXANPtuA. VA 223I30<1» *rt 7 
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y>irrEo SmiTES I^TISNT akp Tfa^PEMARK Office 



appucation no. 



filino date 



QP/S 15,362 

7390 

Carlos A. Fisher 
ALJLERGAN, INC. 

2525 DupODt Drive 
Irvine, CA 92623 



03.Q1/2CKX 

02/12/200? 



UfJiTJilj STATICS £i^^^A*tsAS^'V or CCtMM£ftC£; 
UciiMiil Sm'bb* Pnlwnt Triadariaark 

www.umplq gov 



FtRST Named rN ventor 



lien ChQw 



ATTORNEY DOCKET NO. 



CQNFIftMATlON WO, 



407S 



EXAMINER 



AND^SON. REBECCA L 



ART UNIT 



PAPRR NUMBER 



1626 

PATE MAILED: 02/1 




Please find below and/or attached an Office communication concemiiig this application or proceeding. 




RESPONSE DUE 



PTO-SDC <Rifv.07.Dl} 
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Application No, 




Appl!c^nt(«) 


09/815.362 


CHOWETAL 


Examiner 




Art Unit j 


Rebecca \~ Anderson 




1626 j 



" Th^ MAILING OATE of Ms communicstion ^ppea/s on the cover s/?eef wfth the carr&spondenco atfcTra^s - 
Period for Reply '^^C^H ;?-y 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- ExtensjDns Hi time may t^a availabia und«r the provisiohs of 37 CFR 1 .1 36(a). In na ovem, howavar, may a reply be timoly tiled ' ' " - ' 
after SIX (6) MONTHS fraiTi ihe TTianinfl date of thiE communication. / in ^ 

- If the pariod for reply speoifiod at»vfl is less lhan tNriy (30) daye, « reply widnin iha staiuiory minimum of thirty <30) cteys will ba coria|d^(ir^ffflelJ, /P t" ;- 

- If NO period fw reply is spetlfiad above, Ihe ma:drnum statutory psriad w)W apply and Will expire SPC {§) MONTHS frojn the mailing <fete «if tHtrfcEmirJiJiifiibll^n^-'j ^ a S 

- Failure Id reply within Ihs set or axtand^d period far rsply will , k^y j^tuto. Ciiuse Xha sppilceitlon to become ABANDONED (35 U.3.C. g 

- Any rop)y received dy the Office latcf than thraa manths after the matlino date pf this comaiuniP^itlon, evAti If timely filed, may reduce qny <' ' 
earned patent terrrt adjustmonl. Sea 37 CFR 1,7fl4(b). 

Status 

1)13 Responsive to communlcation{s) filed on 27 November 2002 . 
2a)D This action is FINAL, 2b)|gl This action is non-finaf. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 0,G- 213. 

Disposition of Claims 

4) i3 Claim($) 1'10S is/are pending in the application. 
4a)- Of the above claim(50 See Continuation Sheet is/are withdrawn from consideration. 

5) 1^ Cla]m(s) 108 Is/are allowed, 

6) D Claim(s) fs/are rejected. 

7) IS! Clainn(s) 1-4, 7-15.20.21.26.38. 50-53, 71. 89.97, 101, 103 &nd 104 Is/are objected to. 

8) n Claim(s) , . are subject to restriction and/or election reqiiirement. 
Application Papers 

9) EI The specification is obje<:Jted to by the Examiner, 

10) D The drawing (s) filed on is/are: a)n accepted or objected to by the Examiner. 

Applicant may not requejst that any objection to the drawing(s) be held In abey^ince. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on „ is: a)n approved WD disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or dedaration \s objected to by the Examiner. 
Priority under 35 u.S.C. S§ 11$ and 12D 

Aol<;nowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (t), 
a)nAII b)n Some*c)n None of: 

l-D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority document? have been received in Application No. , 

3. n Copies of the cerlifted copies of the priority documenl$ have been received in this National Stage 

application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received, 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. g 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received, 

15) KI Acknowledgment is made of a cfaim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

1) \Z1 Notice or References Cited ^PTO-692) 4) □ Interview Summary (PTO-413) Paper Nd<6>. 



2) n Notice Of Draftsperson'* Patent Drs}^]T\Q Revfew {PTO-94e} S) □ Notk?e of Informal Patent Applteatton (PT0-152> 

3) □ information Disclosure Statameritfs) CPTO-144S) Paper No(s) . 6) □ Other 



U.S. Patent anfl Trade mark Offfce 

DTri_*i'?« /p«Lu fu-AI \ Office Action summary Part of Paper No. 1 4 
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Continuation of Disposition of Claims: Claims withdrawn from consideration are 5.6>16-19»22-25,27-37.39-45,47-49,66-7072- 
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DETAILED ACTION 



Claims 1-108 are currently pending in the instant application (Note: Page 4 of 
Amendment B filed 3 May 2002 states, "Applicant notes that claim 109, added by 
amendment in the communication, stands unrejected." Howevert no amendment 
adding a claim 109 is found in amendment B or amendment A, filed 20 December 2001, 
Therefore, claims 1-108 are currently pending tn the instant application.) Claim 108 is 
allowable over the prior art of record. Claims 1 -4, 7-15, 20, 21 , 26, 38, 46. 50-55, 71 , 
89, 97, 101, 103 and 104 are objected to as containing non-elected subject matter. 
Claims 5, 6, 16-19, 22^25, 27-37, 39-45, 47-49. 56-70, 72-S8, 90-96, 98-100, 102 and 
105-107 are withdrawn from consideration as being drawn to non-elected inventions. 



In view of the papers filed 12 March 2002, it has been found that this 
nonprovisfonal applicatfon, as filed, through error and without deceptive intent, 
improperly set forth the inventorship, and accordingly, this application has been 
corrected in compliance with 37 CFR 1.48(a). The inventorship of this application has 
been changed by adding Dario M, Gomez as a joint inventor 

The application will be forwarded to the Office of Initial Patent Examination 
(OIPE) for issuance of a corrected filing receipt, and correction of the file jacket and 
PTO PALM data to reflect the inventorship as corrected. 



The disclosure is objected to because of the following informalities: page 128 ts 

missing. 



Inventorship 



Specification 
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Pages 



Appropriate correction is required. 



eiection/R&strictions 



Applicant's election of the species of N3, found on page 102 of the instant 
specification, in Paper No. 13 is acknowledged. Because applicant did not distinctly 
and specifically point out the supposed errors in the restriction requirement, the election 
has been treated as an election without traverse (MPEP § 81 8, 03(a)). 

With the identification of the above noted species, the examiner will identify a 
generic concept, Inclusive of said species, for examination. 



Ri is independently selected from the group consisting of H; halogen; Ct-4alkyl; 
Ci^alkenyl; CMaJkynyl; --COR4 where R4 is H, Ci-4alkyl or Ci.4alkoxy; Cs^cycloalkyl; 
aryl, cyano, nitro; trihalomethyl; 0x0; or-(CH2)n-X-{CH2)mKR5)o where X is O, S or N, n 
rs 0-3, m is 0-3, o is 0-1, and Rs is methyl or Hv^; 

Rz and R3 together consist of a partly saturated ring structure containing one 
double bond, wherein the double bond is shared with the ring including Y, having the 
formula -(C(R6)p)q-Xa-(C(Re)p)r-Xr(C(R6)p)u where each Rb is independently selected 
from the group consisting of H; halogen; Ci-4alkyl; Ci^alkenyl; Ci^aikynyl; — COR4 
where R* is H, Ci^alkyl or C^^alkoxy; Ca-scyctaalkyt; aryl; cyano; nitro; trihalomethyl 
and 0x0 where each p is independently 1 or 2; q is 0-^, r is 0-4, u is 0-4; each X is 
independently O, S or N and s Is 0; t is 0; provided that q + r+ u + s + 1 is 4; 



The generic concept is that of the compound as found in claim 1 wherein: 



X is 1 or 2; 



Received from < +1 7142464249 > at 8/28/03 2:11:34 PM [Eastern Daylight Time] 



Aug-28-03 ll:08arn From-ALLERGAN LEGAL DEPARTMENT +17142464249 T-797 P. 09/27 F-SGS 

Application/Control Number: 09/81 5,362 Pag© 4 

Art Unit: 1626 

and the ring including Y is a cyclohexane ring containing one double bond, which 
is shared with the ring, formed by R2 and R3- 

The remaining subject matter of claims 1-4, 7-15, 20, 21, 26, 38, 46, 50-66, 71, 
89, 97, 101. 103 and 104 and the subject matter of claims 5, 6, 16-19. 22-25, 27-37, 39- 
45^ 47-49, 56-70, 72-88, 90-96, 98-100, 102 and 105-107 stands withdrawn, 37 CFR 
1 .142(b), as being for non-elected inventions. The withdrawn subject matter of the 
claims is properly restricted as said subject matter differs materially in structure and 
element from the elected subject matter so as to be patentably distinct, f*e. a reference 
which anticipated but the elected subject matter would not even render obvious the non- 
elected subject matter. Additionally, the fields of search are not co-extenslve. 

Accordingly, the claims are drawn to more than a single invention and restriction 
as has been required is proper, 37 CFR 1.142(a). 

Claim Objections 

Claims 1-4, 7-15. 20, 21, 26, 38, 46, 50-56, 71, 89, 97, 101, 103 and 104 are 
objected to as containing non-elected subject matter. The claims presented drawn 
solely to the elected subject matter as indicated supra would appear allowable over the 
prior art of record. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (703) 
605-1 157. Mrs, Anderson can normally be reached Monday through Friday 7:00AM to 

3:30PM. 
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Art Unit: 1626 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph McKane, can be reached at (703) 308-4537. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone numbers are 
(703) 308-1235 and (703) 308-0196. 

A facsimiie center has been established. The hours of operation are Monday 
through Friday, 8:45AM to 4:45PM. The telecopier numbers for accessing the facsimile 
machine are (703) 308-4242, (703) 305-3592, and (703) 305-3014. 




Rebecca Anderson 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1 600 



Joseph McKane 
Supervisory Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 
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Rec'd in USPTO/PCT Office, Date Stamp and Return Card. 
Date: ^Ji-S/>cc^ 2-^ Serial No.: 09/?/S'f 3 

Title: (f<5A//^tf«'^zir /J/Js> /^€yi^^6J -m^r^t-jJT- . . 

Dirt- No.: /1XV^e/t^sC'/Si9/SL 1 

£/l Declaration, Power of Attorney 



Enclosed Are: 
_ Specification # 

an<f Abstract # 

_ Drawings ( sheets) 



Claims # 



Formal 



Informal 



_ Info. Disc. Statement 

_ Priority Documents # 

_ PTO 1449 W/Beferences 

„ PCT Request <# pgs. ) 

_ PCT Demand (# pgs. ^ ) 

„ PCT Response (# pgs 

„ PCT Amendment {# pgs. ) 



_ Assignment & Cover Sheet 

_ Amendment (Final) (# pgst , 

„ Certificate of Mailing 

„ Issue Fee Transmittal 

_ Transmittal Letter 

_ Extension of Time 

_ Express Mail No 

iyi^j>^/^j 



enclosed Ara: Claims 
_ Specification # — — > 
and Abstract # 

^ Formal 1"^^^^* 

_ Info. Disc. Statement I MAK 



~ Priority Documenls 4) 
, ' PTO 1449 W/Reterencas^^^ ^ 
i ' PCT Request (# PS^- — > 

POT Demand (# P9S 

" PCT Response (# 99® 
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'Amendment (Final) 
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DOCKET NO. 17243CIF3(AI') 

IN THE UNFTED STATES PATENT AND TRADEMARK OFFICE 



PATENT 



Chow et al. 
09/815^62 
Mattih 21, 2001 



Applicant 
Serial No.: 
Filed: 

^ . COMPOUNDS AND METHOD OF 

TREATMENT HAVING AGONI^^ AOf^^^C^ 
AT ALPHA 2B OR 2B/2C ADRENERGIC EECEPTOES 



Art Unit 



HoydD.Higd 
1626 



I ^r9i:iy c«r% that this corm«pDndwc« 
being deposited with the UrtHfld Statw 
POfibi Service as fir^ dais mBii |n m 
envdlopa addPB&aed to: Box Petition ta 
Correct InwntoiaWp, Asaietefrt 
CorpmioafcifW for Patonte, WaaWnqton, 
D.C.20Z31 on: 





Printed Name of person MaWno 




Date oTWgn^tiim 



Assistant Cominissioner for Patents 
Washington, D.C 20231 

Deal* Sir: 

Applicanfs heieUy petition the Coimnissioner pursuant to 37 CFR Id coned the 

inventorship in the above-referenced patent applicaiicm. Through error, inventor Dario M. 
Gomez was not named as a jdnt iriventor wh^ ihis continuation patent application was filed, 
•n^ error was made by the undersigned xvifhout deceptive intent in the haste to file (he p««ent 
application; such haste was exacerbated by the fact the undersigned was simultaneously working 
without an experienced assistant at the time, a lack that has thankfully since been cuwd. 

Accordingly, AppUcants petition the CoHunissioner to amend the application to set fbrfli 
the actual inventors. Accompanying this petition is 1) a Statement of Dario M. Gomez in support 
of the ooirection of inventorship, 2) a Dedaxation l?y ifhe actual inventors as required by 37 CFR 
§1.63, and 3) the written conseint of the assignee, Allergan Sales, Inc., for suxh correction of 
inventorship. 



Received from < +17142464249 > at 8/2S/03 2:1 1:34 PM [Eastern Daylight Time] 



Aiig-28-03 1 1 :09am Frofn-ALLERGAN LEGAL DEPARTMENT +17142464249 T-r97 P. 13/27 F-3e3 

4^. 



Serial No. 09/815,3 62 2 
Docket No- 17243CIP3 (AP) 

Kindly use Deposit Accoimt 01-0885 for the payment of the petition fee and any other cost 
tiiat may be due as a result of this coiraniiiucation. 

Respectfully submitted. 



Dated: 



Carlos A, Fisher- T2r7H 
Kegistration No. 36/510 

ALLERGAN.INC 
Legal Department 

^ .rton 2525 Dttpont Drive 

Telephone: (714} 24W920 ^^^^^^^^^ ^ ^2612 

Fftcsiinile: (714) 246^9 
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DOCKET Na 17^43aP3CAP) ^ ^^^^ ^^^^ ^^^^ ^ TOADEMARK OmCE 



PATENT 



Applicant 
Serial Nq» 



Filed; 



09/$lS^*2? Conf . No. 4078 
lvlaich21,20Ql 



Poj, COMP0UNP5 AND METHOD OF 

TREATMENTHAVING AGQNIST-UKE ACnvnV SEUECTIVE 
AT ALPHA 2B OR 2B/2C ADRENERGIC EECEPTOES 
Gioup Art Urtit 1626 



I T«»by oMttfy that ttita convA^Mdwict t»1nff 
dapofltM wm WB unl»4 StaiM Postal Swvtee ** nnt 
dasft mall If* aft *nv*ip» ^aKH»tttw>» 
Comwt mvonWrtWpr AwWir^t cainrr#«fln#r for 
Pirtentt. BOX inuBnioraMp Oorr^AAm, \A/#tfMnflten, 




Alt Unit: 



Floyd D.Higel 




Assialant Conninissaortex for Patente 
Washington/ P-C. 20231 

Dear Sir: 



As ovvner of Hie entire right, title, and inwwst in liie above identified patent appbcatio^ AUJ^P^ 
h«rebv c^^S comctionlf iiwntarship to *dd Dario G. Gomez as an wiventor Ae above-refi«need 
^7 ^^In AiSrGAN-S right to action pursuant to 37 CFR 3.73 is established in an AasiemiK|Dt 

to^^^^t^^^ in tJ« PateS and TVademarlc Office on August 1 6, 1996 at 8135. 

Frame 0552. 

I, the m«Jeisigoed. declare diat I am auHwrized to make iMs appointment <m behalf of AlleigW Sales. Inc. 




MartirtA-. Voet 



Assisfsutt SecreU^y 
Atter^an Sales/ Inc. 
2525 Puptmt Drive 
IrwineCA 92612 . 
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DOCKET NO* 1724aciPSCAP) 

IN THE UNITEP STAINS PATENT AND TKADEMABK OFFICE 



PATENT 



Chow et al. 

09/815,362; Conf. No- 407S 
March 21, 2001 

COMPOUNDS AND MEIHOB OF 



Serial No.; 
Hied: 

For; 

) 

TRE AT!MENT HAVING AGONISX-XIKB ACHVITY SELECTIVE 
AT ALPHA 2B OB ADKENERGIC BECEPTOItS 

Group Art Unit; 1626 
) 



Exammen 



Floyd D.Higel 



[ h&raby wnily tn^t Ala oorrvspdnciAnca la babs 
dgpasltod wflfi m unliad Siaio» f^oatai S»rvf«i at 
ftf&t class mail an snvelcp^ A44r«aafid to; 
AAfiislant Comrr^aakKiH^ Urn Patents, Bm 
Invemorthlp Change, WaihlndK^^, PA 2o2ai on; 



Pmrffld Nain© of Person MaWng E>b(»s/1 
Skjnoturb / 



STATEMENT OF PARIO G. GOMEZ 

A^tidfltant Comrmsgioner fcir Patenter 
Washington, D,C. 20231 

Dear Sir: 

I, Daiio G. Gomez, am an inventor of th& subject matter claimed in tlie above^refere^ced patwt 
application. 

At the time the wivention was made I was employed by Allergan, Inc., the parent company of ti»e 
assigi^ee AUergan Sales, Inc, I was ixiiaware that this contininAg application wa9 filed until after the filing 
d&te, and therefore had no opportunity to advise Allerg'an that th^ inventor information, including the list of 
inventors^ was incomplete. Thus^ the incoirect naniing of the inventivfi entity in this patent application was 
made without deceptive intent on my part; mor^ovi^r, it is my underatandin^ that such incorrect indication of 
inventors was an inadvertent error made when the patent applicaticm was lUed. 



RespectfuUy submitted, 



Dated:. 
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Chow et al* 
Docket No, 17a43CIP3(AP) 
Piled; March 21, 2001) 

COMBINED DECLARATION & POWER OF ATTORNEY - U,S,A Application 



As a below namftd inventor, I lier«by dedat* e that: 



My residence, post office address and citizenship are as stated helow neart to my name, 

I beheve I am the oii^al and sole inveAtor (if only one name is listed below) or an oi^^el, 
first and joint inveixtor (if plnral natnea are listed below) of the subject matter which is claimed sod 
for which a patent ia sought on the invention COMPOUNDS AND METHODS FOB TREATING 
PAIN AND INCTAOCUIiAR HYPERTENSION WITB: REDUCED SIDE EFEIEICTS the 
speci^CEition of which 

(check one) I J is attached hereto 

f ' ] was filed on 3/21/Q^ b US AppHcatioa Serial No. 08/815. 362 

or PCT International Application No,_ , 

and was amended on Cif apphcable) 

I hereby state that I have reviewed and understand the contents of the above-identifLed 
specification} including the cQaime, as amended by any amendment referred to above* 

I acknowledge tlie duty to disclojae information which is material to the examiaation of this 
application in accordance with lltle 37, Code of Federal RegulationB, §l.B6(a). I hereby claim foreign 
priority benefits imder 35 USC § 119(a)-(d) or §366(b) of any foreiipa apj^cationCs) for patent or 
inventor's certificate, or §S65(a) of ajiy PCT Inteiwationa] application which designated at Jeaat one 
country other than the Uziited States, listed below and have also identified below any foreign 
application for patent or inventoi^j? certificate, or PCT International application having a filinj^ date 
before that of the Pdor foreign Applicationa(aX 



[ 1 



NunU^er Counfty Day/Monlii/Yr fited) Priority Kfol Claimed 

I hereby claim the benefit under 36 USC §119 (e) of any United /States provisional 
applicatioai(B) listed below. 



Application No. FiliflgDate 

J hereby claim the benefit under Title 35, United States Code, §120 of any United States 
apphcfltionfs) listed below and, insofar as the subject matter of each of the claims of this application 
is not disclosed ia the prior United States appHcation(s) in the manner provided by the first 
paragraph of Title 35, United States Code, §112, 1 acknowledge the duty to disdose material 
information as defined in Title 37, Code of Federal Regulations, §1.56(a) which occurred between the 
filirtg date of the prior application and the national or PCT international filing dnte of this 
appUcatioqa: 



09/329,752 
Application No, 

Q9J205^97 
Applitafion No. 

nS/895,547 
Application No. 



June 6f 1999 
Piling I>^te 

Def;einber>4. 199B 
Tiling Date 

Decembfrf 4, 1^97 



1 
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Chow et al. 
Docket No. 17243CIP3(AP) 
Filed: March 21, 2001) 



I h^eby appoint CABLOS A, FISHER, Kegistratioii. No. 36,510 (to whom ^ 
conmunicatioiis are to be directeii), and the below-named persons <of the same addre^) individually 
and collectively my attorneys to prosecute this application and to transact all bupmees in Patent 
and Trademark Office connected therevrith and with the resultiag patent, with full power to appoint 
adsociate attorney?: 





Re^sti*at£oii No. 






Robert Baran 




Stephen Donovan 


3S.483 


Martin A. Voet 


25,20d 



^ aC of the followijig coiTespondence address: Allegan, Inc., 2525 Dupont Drive, Irvine, CA- 
92612 

I further declare that all statements made herein of nor own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the kneawledge iiiat willfiil false statements and the like so made are jpuniahable by 
fin€f or impirisoimieat, oi: both, under SlOOl of Title 18 of the United States Code, and that such 
willful fialfie statements may jeopardize the validity of the application or any patent issuipfr thereon. 



FULL NAME OF JNV^NTOK: 


FiivtNune; Initial 
KEN 


CHOW 


RBSroENCE & CITIZENSHIP 


Cliy 

NEWPORT COAST 


State ot Fot*ign Country Coimhy of Cifeenship 

CALIFORNIA USA 


POST OFFIcnS ADDRESS 


Post Office Address 

20 TIDAL SUKF 


City 

NEWPORT 
COAST 


State or CouAtcy Zip Code 

CALIFORNIA 92657 


siGNAT^^^ FlR5^^'IiNi UK 


DATE: 



7 
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Chow et al. 
Dodcet No. 17243CIP3(AP) 
Filed: March 21, 2001) 



FULL NAME OF INVENTOR: 


first Nunc: 

DANIEL 


Iiiitia] 

w. 


Last Name 

GIL 


RESIDENCE & CITIZENSHIP 


City 

COKONA DEL MAR 


State i>r Foreign Coimby 

CALIFOKNIA 


Countiy of Citizenship 

USA 


POST OFFICE ADDRESS 


Fosi Office Addvesa 

2541 POINT DEL MAR 


aty 

CORONA DEI. 
MAR 


State or Countcy 
CALIFORNIA 


Zip Code 

92625 




DATE: 




FULL NAME Of INVEOTOK: 


FilSt Name: 
JAMES 


Initial 
A- 


BURKE 



RESIDENCE &: cmZHNSHIP 



City 

SANTA ANA 



Statft oj Foreign Countfy 
CALIFOENIA 



Country of Citizenship 

USA 



rOST OFFICE ADDRESS 



Post Office Addxe^e 

2409 EAST A VAJ-ON 

A^ 



City 

SANTA ANA 




State OT Country 

CALIFORNIA 



Zip Code 

92705 



DATE; 



^ jRTtt NAME OF INfVBNTOJR) 


First Nsime: Initial 
DALE A. 


Last Name 

HARCOXJRT 


RESIDENCE & dTTZENSHIP 


City 

mVINE 


State 01* Foreign Country 

CAUFORNA 


USA 


"post office address 





Post Office Addriess 

2 FLAGSTONE-APT, 344 

SIGNATURE OFJffWENXQR 



DATE: 
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Chow et aL 
Docket No. 1Y243CIP3(AP) 

Filed: March 21, 2001) 



iJtJTX NFAJVIE OF INVENfTOR: 


F'Ml Njune: 

MICHAEL 


Initial 

E. 


Last Name 

GAKST 


HF?;;Tr>ENrCE& CITIZENSHIP . 


City 

NEWPORT BEACH 


State crFoieign Country 

CAUFORNA 


Country of Cittzensiup 

USA 


pnfiT nWfOE ADDRESS _ _ 


Post Office Address 

2627RAQUETA 


citr 

NEWPORT 
BEACH 


Stdite or Coimtty 

CALIFORNIA 


zip Code 
92660 


SIGNATUKE OF INVENTOBT/ 


DATE: 






WritJjAMEOFir/ViiNTOR: VJ 


FzMt Name: 

LARRY 


Initial 
A. 


LaatName 

WHEELER 


■RwsmFiwrE & CITIZENSHIP 


IRVINE 


$tati* or Foreign CouAtiy 

CAUFOENIA 


Country of Citizenship 

USA 


raST omCE ADDRESS 












Post OfjEice A44xeM 

18 VALLEY VIEW 


IRVINE 


State or Country 

CA 


Zip Code 

92715 


SiGNATOKlE OF ITjjyENTOR. /7 j 


rDATE: 




TTTiT t. M AME OF INVEj>*t6K: /X ^ 


Pizst Name: 

STEPHEN 


Initial 


l^st Naime 

MUNK 




NORTHVILLE 


State or Foreign Cminby 

MICHIGAN 


Countiy ot Cituen^mp 

USA 


POST OFHCE ADDRESS 












Fast OfHce Addiess 

15976 WINCHESTER 


city 

NORTHVILLE 


State or Country 

MICmGAN 


Zip Code 

48167 


SIGNATURE OF INVENTOR 


DATE: 
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Chow et al. 
Docket No, J7a43CiP3(AP) 
Filed: March 21, 2001) 



FULL NAME OF IP»fVWrOR: 


FiistN»aie: Inifwl 

MICHAEL E, 


hast Name 

GARST 


RESIDENCE & CTTIZENSHIF 


City 

NEWPORT BEACH 


State or Foreign Countiy 

CAUFORNA 


Countiy of Citizenflhjp 

USA 


POST OFFICE AI^DRESS 


Post Office Addre«a 

2627 REQUETA 


Of 

NEWPORT 
BEACH 


State or Countiy 

CALIFORNIA 

92660 




SIGNATURE OF INVENTOR 


DATE: 



FULL NAME OF INVENTOR: 


First Nome: Initial 

LARRY A. 


WHEELER 


RESIDENCE & CITIZENSHIF 


City 

IRVINE 


State or Voreifpa Cauntty 

CALIFORNIA 


Countcy of Citizenship 

USA 


Tost OFFICE AODKESS 


Post OMce Addieas 

IS VALLEY VIEW 


IRVINE 


state or Cmuitty Zip Code 

CA 92715 


"signature of INVCNrOSt 


DATSt 



FULI, NAME OF INVENTOR: 


fimtNiune: 

STEPHEN 


Initiid 


LastNamti 


RESIDENCE & CITIZENSHIP 




1 State Df FoKign Cowitry ^U/o i 

CALirORJflA ^^^r/ 


Country of Citizemhip 

USA 


mST OFHCE ADDRESS 


Post Office Addzvss 1 

15976 Winchester Drive INorthville 


State or Cowntcy 

MI 


Zip Code 

48167 


SIGNATI/KF OF JNjrEJVTOJ? 






4 
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Chow et al. 
Docket N . 17243CIP3CAP) 
Filed: March 21, 2001) 



FUUL NAME OF INVENTOK; 1 


First Name; Initial 

DARIO G. 


Last Name 

GOMEZ 


RESIDENCE &f CITIZENSHIP 


City 

IRVINE 


Sute oi- Foreign Couiitiy 

CALIFORNA 


Country of Cttusenahip 

USA 


POST OFFTCE ADDRESS 


Post Office Address 

375 DUSLANZO AILSE 


IRVINE 


state or Countiy Zip Code 
CALIFOKMXA 92606 


SIGNAH^n^J^^^^JTOR 


DATEj 
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Rec'd in USPTO/pCT Office. Date Stamp and Return Card. /■ /■ ti^ 

D.t.: (,//2/:Ur,a3 aerial No.: mh^-.^Z^J ^79 



Enclosed Ar^: 
_ Specification # 
and Abstract # 
_ Drawings (. 



Claims # 



Formal 



sheets) 
Informal 



_ info. Disc. Statement 

^ Priority Documents # 

_ PTO 1449 W/References 

_ PCT Request (# pgs. ) 

„ PCT Demand (# pgs. ) 

_ PCT Response (# pgs. ) 
_ PCT Amendment (# pgs. 



_ Declaration, Power of Attorney 
„ Assignment & Cover Sliest 

_ Amendment (final) (# pgs. _ ) 

.(^^^ertlficate of iVIaiiing 
_ Issue Fe9 Transmittal 
/iirivansmittal Lettsr 
yC Extension of Time-'<?^(^ ^c^Tt^ 
_ Express Malt No. 



Endosed Are: 
" and M'st^f ^ * Sheets] 

- pr:T Demand ^tt 
-S Response ^#P9^- 
pCT Amendn^em w 




- .,„er ot Attorney 
Declaration. Po^^^^^ g^^^, 

^g,^eFeeTrar.sm»tta» 
extension c>1 

express Ma« No - ^ 
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PATENT 
Docket No. 17243CIP3 
Serial No. 09/81 5;,362 
Coiif,Nci. 407S 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In R.e Application of; CHOW ET Ah 
Serial Nq: 09/815,362 
Filed: March 21, 2001 

Por COMPOUNDS AKD METHOD OP TREATMENT 

HAVING AGOMST-LEKE ACTIVITY SELECTIVE AT 
ALPHA 2B OR 2B/2C ADRE>?ERGIC RECEPTORS 

Commissioner for Patents 
Alexandria. VA 22313-1450 

Transmitted herewith is an Amendment in the above-identified application. Enclosed 

ftre: 

1) Postcard 

2) Transmittal Letter (2 pgs.) 

3) Reply to Office Action (3 pgs.) 

4) Page 128 



Group Alt Unit: 1626 
Examiner; Rebecca L. Anderson 



CERTIFICATE OP EXPRESS MAILING 
I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BjEINO GEPOSITEP WITH THE UNITED STATES POSTAL 
SERVICE WITH SUFFICIENT POSTAGE AS FIRST CLASS MAIL IN AN ENVELOPE ADDRJSSSED TO; MAIL STOP 
AMENPMENT"F^E, COMMISSIONER FOR PATENTS, P.O, BOX H50, ALEXANDRIA, VA 223 13-1450 ON 

(DgtfiJ Name of person making deposij: BONNIE FERGUSON 



Signal 




'Dgtfii Name of person making deposij: BON 
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PATENT 
Docket No. i7243CIP3 
Serial No. Op/Sl 5,362 
ConU No. 4078 



The fee has been calculated as shown below: 

CLAIMS AS FILED 



CLAIH& 



Total CJaims 108 
Independent Claims 2 



MINUS 
MINUS 



HXaHBST NO. 

pxtaviovBiLy 

PAID FOR 



334 

3 



If application has been amended to contain multiple 
dependent claim(s)^ then add 

(Select only one) 
Tiiae Extension Fees: 



PRESENT 
EXTRA 



= 0 X 
- 0 X 



$18 
$84 



No $2S0 

one month $XlO 

two months $410 

three months $930 

four month s $1,450 



APPITIOHAL 



$0.00 
$0.00 

$0*00 
$110.00 

$* 



TOTAL ABDITIONAZr 3W; 
FOR THIS AMENDMENT 



$IIO.OO 



( } A check in the amount of $* is enclosed (place fee in here i.e., petition, excess claims, etc.) 

( x) The Commissioner is hereby authored to charge fceia under 37 CFR 1 . 16 and 1.17 

(associated with petition fees or excess claim fees) which may be required, or credit any 
overpa3ment to Deposit Account No. 01-0885* A duplicate copy of this sheet is enclosed* 

Respectfully Submitted, 



Date; 



Signature: 1 , ^ fSU 




Carlos A, Fisher 

Registration No. 36,510 

Legal Department, T2-2E 

AX.LERGAN, INC 
2525 Dupont Drive 
Irvine, OA 92623-9534 
Telephone; (714) 24^-4920 
Fax: (714) 246-4249 
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^r™, PATENT 
17243 CIP3 

Chbw et al. 

128 

alkoxy, Cj^icycloalkyl; aryl; heteroaiyl; cyano; nitro; trihaloraethyl; and oxo 
where eactp is independently 1 or 2, q is 0-4, r is 0-4. u is 0-4; each X is 
independently O, S, orN, s is 0 or 1, and q + s+ r+ 1 + u - 3 or 4. 

5 27, The compound of claim 26 in which at least one of s and t equals 1 . 

28. The compound of claim 27 in which q + r + s + t + u equal 3 . 

29. The compoxmd of claim 28 in which an X equals S. 

10 

30. The compound of claim 28 hi which an X equals O, 
3X. The compound of claim 28 in which an X equals N. 

15 32. The compound of claim 27 in which q + r + s + t + u equal 4. 

33. The compound of claim 32 in which an X equals S. 

34. The compound of claim 32 in which an X equals O. 

20 

35. The compound of claim 32 in which an X equals N. 

36. The compound of either of claims 28 or 32 in which at least one is 
selected from the group consisting of halogen; Cm alkyl; Ci^ allcenyl; Ci^ 

25 alkynyl; -COR4 where R4 is H; Cj^ alkyl or Ci^ alkoxy; cydoalkyl; 

aryl; heteroaryl; trihalomethyl; -(CHa)„'X-(CH2)m-(R3)o where X is O, S or 
N, n is 0-3, m is 0-3, o is 0-1 . and Ra is methyl or H1-2: and 0x0, 
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In Kc Application of ^ '^^^'^^ STATES PATENT A^r^ ^XJCKEtNO. I7743CIP3(ajp) 

Conf. No. 4078 I ^"""^ ^ 




REPL V TO ELECTION 0)P SPECIES REQUmMENT 



Commissioner for Patents 
Alexandria, Va 22313-1450 



Dear Sin 



TO. con^unioation i. bei^g filed i„ reply to Office Aption mailed Febn.«y 12 3003 After 
oar^fu, .evw. Applicant. h.ve the foHcw,„g con™.,. c.ain,s are ™«,pX 



GBRTinCATE OP MA (LING 

1 KJEREBV CERTJFY TltAT THIS CORitESPONDJINCa rS Wfift^G DEPOSITED WITH THE CMITBD STATES POSTAL SERVICE AS PBJESS MAIL POST 
QFBCS TO APDKESSEH IN AN ENVELOPE MARKEn^aST CLASS TO: NWU STOl? AMfcKDMENT-raLASSISTANT CQiviK4l$#iOH*fR FORPATEMTS, 
P.O. BOX WSO, ALEXANDRIA, VA 22313-1 »50 «i ^>ygy^j S ifjnatiire of J»er?on MftKirty l>gE?«*' -^Z T^^j ^rf ;ff f_ rt^T^ r r^ ^ Q- 
ir//^ /^^-^ ^^ Namo of Parson Maki]^ Dep6sic ~ ^^f^ f ^/ 
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Applicants note wnhgrari!uda the Hvfln,i„,,, . 



Applicant regret any hicoBvenience caused ■ 
Wft), ^closca copy of page i28 of tlie.„Jr "'^^"^ ^"^^ of tJ,e .?,ecific«rion. Applicant. 

Ekction of Species 

„ n^'" '''' ^'^^ an of sp.,.s „e«t 

pursuit , 37 CFH 1.146, .e,u..ngte the AppHea.ts «Iea . singl. con.p.und for e.a™ation purpose. 
A.cord,n,ly Applicant, elected xH sp.ci.. labekd on page , 02 of the ^«ifJcat,o.. to facimatc 
examman^Ti identified genus (i.e., that ^enua encompassed by cJaim 1 as identified bythcBxaminer on 
page 2 of 1 he November Office Action. 

1 he Examiner's most recent Office Action of February 12, 2003 now smies "because applicant did not 
distinctly itnd specifically point out the supposed eirors in the restriction requirement, the elcctign [of species 
NJ] has bf.?n treated as an election wiiiioui traverse." (Office Action of February 12, 2003, emphasis added.) 

Tlie Examiner has not made a restriction requirement; Applicant fesponded 10 an eiiection of species 
xequiremerii when responding to the February Office Action; this eltction of species requirement was 
unaccomptinied by a restriction requirement. 37 CFR 1.146, entitled **Electi on of Species'* states in relevant pan: 

In the first action on an application comaining a generic claim to a generic inventicm 
(g.trnus) and claims to more than one patentably distinct species embraced Thereby, 
th >■ examiner may require the applicant in the reply to ihat action to elect a species of 
his or her invention to which his or her claim will be restricted 1/ no claim to the 
ginus is found ta be allowable. 

claims drav^n to the nonelccted species arc no long 
"generc cl.itnfi - a??-"-' — 
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Serial No. 09/815,362; Conf. No. 407S 

If the Exaininer Vi-ishcs to malte a restriction requirement, AppUcani respectfully requests that the 
Exaniiner formally make such a requirement, permittmg Applicant the opportuniiy to respond thereto. 

Kindly use Deposit Account 01-0885 for payment of any fee that may be due in connection ;wiih this 
communication* including fees due in connection with as petition for extension of the time required to respond to 
the outstanding Office Action. 



Date; 



Respectfully Submitted, 



^ ^ Carlos A. Visher 




Reg. No. 36plO 

allergan, inc. 

T2-7H 

2525 Dapom Drive 
Irvine, CA 92612 
Tel: 714^24^-4920 
Fax: 714-24*5-4249 
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